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DETAILED ACTION 

Information Disclosure Statement 
The information disclosure statement filed on February 5, 2005 and March 30, 2007 have 
been considered by the examiner and made of record in the application file. 

Response to Amendment 
This Action is in response to applicant's amendment filed on June 19, 2007. 

Response to Arguments 
Applicant's arguments with respect to claims 1-10,12-22,30-50,53-59,61-72,75-78,80- 
83,85-88 and 95-97 have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 53 (and its dependencies) is rejected under 35 USC 101 because the claimed 
invention is directed to non-statutory subject matter. The language of the claim raises a question 
as to whether the claim is directed merely to an abstract idea that is not tied to a technological 
art, environment or machine which would result in a practical application producing a concrete, 
useful, and tangible result to form the basis of statutory matter under 35 USC 101 . 

Claim 53, claims the non-statutory subject matter of a program. Data structures 
not claimed as embodied in computer-readable media are descriptive material per se and are not 
statutory because they are not capable of causing functional change in the computer. See, e.g., 
Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1754 (claim to a data structure per se held 
nonstatutory). Therefore, since the claimed programs (i.e., carrier medium) are not tangibly 
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embodied in a physical medium and encoded on a computer-readable medium, the Applicants 
have not complied with 35 USC 101. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner m which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any . 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-10, 13-15, 17-18, 21-22, 30-45, 48-50, 53-59, 61-63, 65, 68-72, 75-78, 80-83, 
85-89, and 95-97 are rejected under 35 USC 103(a) as being unpatentable over Rukman (US 
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PGPUB 2004/0185883 Al) in view of Walsh et al. (US PGPUB 2003/0114174, hereinafter 
Walsh) and further in view of MACLEOD BECK et al. (US PGPUB 2001/0025309 Al, 
hereinafter Beck). 

Consider claim 1 (and similarly applied to claims 30, 53, and 85). Rukman discloses a 
method for displaying a plurality of related SMS (Short Message Service) messages comprising 
(paragraph 45): 

reviewing a plurality of SMS messages associated with a first party (paragraphs 14, 28, 
32, 42, read as gateway 1 13 receives reply message 3 1 1 and analyzes "To" information 3 12 to 
determine how to route the message. Fig. 4 illustrates a series (i.e. plurality) of messages and 
replies); 

determining whether to thread by applying a single parameter to an incoming SMS 
message and a applying a single parameter to an outgoing SMS message, the one or more SMS 
messages from the plurality of SMS messages into an SMS message thread, the one or more 
SMS messages also associated with a second party (paragraph 42, gateway 1 13 recognizes the 
pseudo telephone number and determines which previous messages are associated with the 
pseudo telephone number. Gateway 1 13 preferably maintains a list or database that tracks which 
incoming and outgoing messages have been associated with the pseudo telephone number) ; and 

displaying the SMS message thread (paragraph 45, read as device 104 can organize and 
thread messages 301 and 315 with any other related messages for display to the user). 
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Rukman discloses the claimed invention except he does not explicitly teach outputting 
(Rukman discloses threading messages with any other related messages for display to the user, 
paragraph 45). 

However, Walsh discloses outputting (paragraphs 18-19). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Walsh into the method of Rukman in 
order to be able to output the message thread (paragraphs 1 8, 19). 

In addition, Rukman as modified by Walsh fail to disclose applying a set of incoming 
SMS message rules to incoming SMS message and applying a set of outgoing SMS message 
rules to outgoing SMS messages (Rukman discloses by applying a single parameter to an 
incoming SMS message and a applying a single parameter to an outgoing SMS message, the one 
or more SMS messages from the plurality of SMS messages into an SMS message thread 
(paragraphs 28, 33-34, 47)). 

However, Beck discloses applying a set of incoming SMS message rules to incoming 
SMS message and applying a set of outgoing SMS message rules to outgoing SMS messages 
(paragraph 159, read as dialog may be threaded according to a wide variety of business rules. 
An identifier is assigned to an entity and to all the communication events to or from the entity. 
To or from is read as incoming or outgoing). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Beck into the invention of Rukman as 
modified by Walsh in order to organize and store all interactions (paragraph 159). 
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Consider claim 2 and as applied to claim 1. Rukman discloses the method wherein at 
least one of the SMS messages associated with the second party comprises a reply message 
(paragraphs 27, 28). 

Consider claim 3 and as applied to claim 1. Rukman discloses the method wherein at 
least one of the SMS messages associated with the second party comprises a message other than 
a reply message (27, 28). 

Consider claim 4 and as applied to claim 1. Rukman discloses the method wherein the 
determining whether to thread further comprises: searching the one or more SMS messages 
based on a first identifier associated with the second party (paragraph 35). 

Consider claim 5 and as applied to claim 4. (paragraph 35) discloses the method 
wherein the first identifier comprises a telephone number. 

Consider claim 6 and as applied to claim 4. Rukman and Walsh disclose the method 
wherein the first identifier comprises one from the group of a telephone number and an SMS 
address (Walsh; paragraphs 22, 60). 

Consider claim 7 and as applied to claim 4. Rukman and Walsh disclose the method 
further comprising: storing the plurality of SMS messages associated with the first party in a 
persistent storage device (Walsh; paragraph 18). 

Consider claim 8 and as applied to claim 1. Rukman and Walsh disclose the method 
wherein the first party is a sender of one of the second party SMS messages and the second party 
is the receiver (Walsh; paragraph 21). 
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Consider claim 9 and as applied to claim 1. Rukman and Walsh disclose the method 
wherein the first party is a receiver of one of the second party SMS messages and the second 
party is the sender (paragraph 21). 

Consider claim 10 and as applied to claim 1. The combination of Rukman and Walsh 
disclose the method further comprising: receiving a current SMS message from the second party; 
and determining whether to thread the current message into the SMS message thread. 

Consider claim 12 and as applied to claim 1. Rukman, Walsh, and Beck disclose the 
method wherein the set of incoming SMS message rules or the set of outgoing SMS message 
rules includes determining whether to thread a rule to prevent threading if the second party is a 
non-threaded party (paragraph 50). 

Consider claim 13 and as applied to claim 12. Rukman, Walsh, and Beck disclose the 
method wherein the non-threaded party comprises a broadcasting party (paragraph 50). 

Consider claim 14 and as applied to claim 1. Rukman, Walsh, and Beck disclose the 
method wherein the set of incoming SMS message rules or the set of outgoing message rules 
includes a rule verify the second party as a threaded party (paragraph 50). 

Consider claim 15 and as applied to claim 14. Rukman and Walsh disclose the method 
wherein the verification rule verifies the second party if the second party matches an entry in a 
phone book (Walsh; paragraphs 23, 74). 

Consider claim 17 and as applied to claim 1. Rukman discloses the method wherein 
correlating further comprises: applying a set of SMS message rules to define thread 
characteristics, wherein the set of SMS message rules including a rule to define the order in 
which SMS messages are threaded (paragraph 33). 
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Consider claim 18 and as applied to claim 1. Rukman and Walsh disclose the method 
wherein the outputting the SMS message thread comprises: outputting the SMS message thread 
to an SMS application for display in a threaded format (paragraph 45). 

Consider claim 21 and as applied to claim 18. The combination of Rukman and Walsh 
disclose the method wherein outputting further comprises: formatting messages originated by the 
first party in a first display format; and formatting messages originated by the second party in a 
second display format. 

Consider claim 22 and as applied to claim 1. Rukman discloses the method further 
comprising: displaying the SMS messages (paragraph 45). 

Consider claim 31 and as applied to claim 30. Rukman discloses the device wherein 
one of the second party SMS messages comprises a reply message (paragraphs 27, 28). 

Consider claim 32 and as applied to claim 30. Rukman discloses the device wherein 
the one of the second party SMS messages comprises a message other than a reply message 
(paragraphs 27, 28). 

Consider claim 33 and as applied to claim 30. Rukman discloses the device wherein 
the threading module searches an SMS message database based on a first identifier associated 
with the second party (paragraph 35). 

Consider claim 34 and as applied to claim 33. Rukman discloses the device wherein 
the first identifier comprises a telephone number (paragraph 35). 

Consider claim 35 and as applied to claim 33. Rukman and Walsh disclose the device 
wherein the first identifier comprises an SMS address (Walsh; paragraphs 22, 60). 
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Consider claim 36 and as applied to claim 33. Rukman and Walsh disclose the device 
wherein the threading module retrieves a second identification for the second party, wherein the 
SMS message thread comprises SMS messages associated with both the first and second 
identifications (paragraphs 33, 35). 

Consider claim 37 and as applied to claim 30. Rukman and Walsh disclose the device 
wherein the first party is a sender of one of the second party SMS messages and the second party 
is the receiver (paragraph 21). 

Consider claim 38 and as applied to claim 30. Rukman and Walsh disclose the device 
wherein the first party is a receiver of one of the second party SMS messages and the second 
party is a sender (paragraph 21). 

Consider claim 39 and as applied to claim 30. The combination of Rukman and Walsh 
disclose the device wherein the threading module receives a current SMS message from the 
second party, and determines whether to thread the current message into the SMS message 
thread. 

Consider claim 40 and as applied to claim 30. Rukman, Walsh, and Beck discloses the 
device wherein the threading module further comprises a threading engine to apply to the set of 
incoming SMS message rules to incoming SMS messages and a set of outgoing SMS message 
rules to outgoing SMS messages (paragraph 33). 

Consider claim 41 and as applied to claim 30. Rukman, Walsh, and Beck disclose the 
device wherein the threading module further comprises a threading engine to apply a set of 
incoming SMS message rules to define thread characteristics, the set of incoming SMS message 
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rules including a rule to prevent threading if the second party is a non-threaded party (paragraph 
50). 

Consider claim 42 and as applied to claim 39. Rukman, Walsh, and Beck disclose the 
device wherein the set of incoming SMS message rules define thread characteristics, wherein the 
set of incoming SMS message rules including a rule to verify the second party as a threaded 
party (paragraph 50). 

Consider claim 43 and as applied to claim 40. Rukman and Walsh disclose the device 
wherein the verification rule verifies the second party if the second party matches an entry in a 
phone book (Walsh; paragraphs 22, 74). 

Consider claim 44 and as applied to claim 30. Rukman, Walsh, and Beck disclose the 
device wherein the set of incoming SMS message rules or the set of outgoing message rules 
include a rule to prevent expired SMS messages from being threaded (paragraph 50). 

Consider claim 45 and as applied to claim 30. Rukman, Walsh, and Beck disclose the 
device wherein the set of incoming SMS message rules or the set of outgoing SMS message rules 
includes a rule to define the order in which SMS messages are threaded (paragraph 33). 

Consider claim 48 and as applied to claim 30. Rukman and Walsh disclose the device 
further comprising: a PDA (Personal Digital Assistant) to display the SMS messages (paragraph 
14). 

Consider claim 49 and as applied to claim 30. Rukman and Walsh disclose the device 
further comprising: a message device to display the SMS messages (paragraph 14). 

Consider claim 50 and as applied to claim 30. Rukman discloses the device further 
comprising: a mobile device to display the SMS messages (paragraph 45). 
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Consider claim 54 and as applied to claim 53. Rukman discloses the computer product 
wherein at least one of the SMS messages associated with the second party comprises a reply 
message that has yet to be transmitted (27, 28). 

Consider claim 55 and as applied to claim 53. Rukman discloses the computer product 
wherein at least one of the SMS messages associated with the second party comprises a message 
other than a reply message (paragraphs 27, 28). 

Consider claim 56 and as applied to claim 53. Rukman discloses the computer product 
wherein the identifying comprises: searching the one or more SMS messages based on a first 
identifier associated with the second party (paragraph 35). 

Consider claim 57 and as applied to claim 56. Rukman discloses the computer product 
wherein the first identifier comprises a telephone number (paragraph 35). 

Consider claim 58 and as applied to claim 56. Rukman and Walsh disclose the 
computer product wherein the first identifier comprises an SMS address (Walsh; paragraphs 22, 
60). 

Consider claim 59 and as applied to claim 53. Rukman discloses the computer product 
further comprising: retrieving a second identification for the second party, wherein the SMS 
message thread comprises SMS messages associated with both the first and second 
identifications (paragraphs 33, 35). 

Consider claim 61 and as applied to claim 53. Rukman, Walsh, and Beck discloses the 
computer product wherein the incoming SMS message rules or the outgoing SMS message rules 
include a rule to prevent threading if the second party is a non-threaded party (paragraph 50). 
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Consider claim 62 and as applied to claim 53. Rukman, Walsh, and Beck discloses the 
computer product wherein the incoming SMS message rules or the outgoing SMS message rules 
include a rule to verify the second party as a threaded party (paragraph 50). 

Consider claim 63 and as applied to claim 62. Rukman and Walsh disclose the 
computer product wherein the verification rule verifies the second party if the second party's 
unique identification matches an entry in a phone book (paragraph 22, 74). 

Consider claim 65 and as applied to claim 53. Rukman, Walsh, and Beck discloses the 
computer product wherein the determining whether to thread further comprises: applying a set of 
SMS message rules to define thread characteristics, wherein the incoming SMS message rules or 
outgoing SMS message rules include a rule to define the order in which SMS messages are 
threaded (paragraph 33). 

Consider claim 68 and as applied to claim 1. Rukman discloses the method further 
receiving and threading at least one MMS message (paragraph 35, 45). 

Consider claim 69 and as applied to claim 1. The combination of Rukman and Walsh 
disclose the method further comprising receiving and threading at least one EMS message. 

Consider claim 70 and as applied to claim 1. Rukman and Walsh discloses the method 
further comprising receiving and threading at least one message using a data protocol capable of 
encapsulating messages for transport between networked devices (paragraphs 48, 49). 

Consider claim 71 and as applied to claim 1. Rukman and Walsh disclose the method 
wherein determining whether to thread is performed without user input (paragraph 74). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Walsh into the method Rukman in 
order to facilitate replies to short text messages (paragraph 74). 

Consider claim 72 and as applied to claim 1. Rukman discloses the method wherein 
determining whether to thread is performed in accordance with one or more threading rules 
(paragraph 33). 

Consider claim 75 and as applied to claim 30. Rukman discloses the device further 
comprising receiving and threading at least one MMS message (paragraph; 35, 45). 

Consider claim 76 and as applied to claim 30. The combination of Rukman and Walsh 
disclose the device further comprising receiving and threading at least one EMS message. 

Consider claim 77 and as applied to claim 30. Rukman discloses the device further 
comprising receiving and threading at least one message using a data protocol capable of 
encapsulating messages for transport between networked devices (paragraphs 48, 49). 

Consider claim 78 and as applied to claim 30. Rukman and Walsh disclose the device 
wherein determining whether to thread is performed without user input (Walsh; paragraph 74). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Walsh into the method Rukman in 
order to facilitate replies to short text messages (paragraph 74). 

Consider claim 80 and as applied to claim 53. Rukman discloses the computer product 
further comprising receiving and threading at least one MMS message (paragraphs 35, 45). 
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Consider claim 81 and as applied to claim 53. The combination of Rukman and Walsh 
disclose the computer product further comprising receiving and threading at least one EMS 
message. 

Consider claim 82 and as applied to claim 53. Walsh discloses the computer product 
further comprising receiving and threading at least one message using a data protocol capable of 
encapsulating messages for transport between networked devices (paragraphs 48, 49). 

Consider claim 83 and as applied to claim 53. Rukman and Walsh discloses the 
computer product wherein determining whether to thread is performed without user input 
(Walsh; paragraph 74). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Walsh into the method Rukman in 
order to facilitate replies to short text messages (paragraph 74). 

Consider claim 86 and as applied to claim 85. Rukman discloses the method further 
comprising receiving and threading at least one MMS message (35, 45). 

Consider claim 87 and as applied to claim 85. The combination of Rukman and Walsh 
disclose the method further comprising receiving and threading at least one EMS message. 

Consider claim 88 and as applied to claim 85. Rukman and Walsh disclose the method 
wherein determining whether to thread is performed without user input (Walsh; paragraph 74). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Walsh into the method Rukman in 
order to facilitate replies to short text messages (paragraph 74). 
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Consider claim 89 and as applied to claim 85. Rukman discloses the method wherein 
determining whether to thread is performed in accordance with one or more threading rules 
(paragraph 33). 

Consider claims 95-97. Rukman, Walsh and Beck disclose wherein outputting the SMS 
message thread comprises: displaying the SMS message thread on a screen of a mobile telephony 
device (Rukman; paragraph 45). 

Claims 16, 19, 46-47, 64, 66-67 are rejected under 35 USC 103(a) as being unpatentable 
over Rukman (US PGPUB 2004/0185883 Al) in view of Walsh et al. (US PGPUB 
2003/0114174) in view of MACLEOD BECK et al. (US PGPUB 2001/0025309 Al) and 
further in view of Kraft (US PGPUB 2001/0006889 Al), 

Consider claims 16 and 64 and as applied to claims 1 and 53, respectively. Rukman, 
Walsh, and Beck disclose the claimed invention except they fail to explicitly teach wherein the 
correlating further comprises: applying a set of SMS message rules to define thread 
characteristics, wherein the set of SMS message rules comprises a rule to prevent expired SMS 
messages from being threaded. 

However, Kraft discloses wherein the correlating further comprises: applying a set of 
SMS message rules to define thread characteristics, wherein the set of SMS message rules 
comprises a rule to prevent expired SMS messages from being threaded (paragraph 79, read as if 
the history is truncated from the end before saved). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Kraft into the inventions of Rukman, 
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Walsh, and Beck in order truncate history so that outbox can support newer messages (not the 
oldest, paragraph 79). 

Consider claims 19, 47 and 67 and as applied to claims 18, 46, and 66, respectively. 

Rukman, Walsh, and Beck disclose the claimed invention except they fail to explicitly teach the 
device further comprising: the SMS application to display an icon to represent a threaded SMS. 

However, Kraft discloses the device further comprising: the SMS application to display 
an icon to represent a threaded SMS (paragraphs 32, 60, read as an animating icon 103 
presenting the application). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Kraft into the inventions of Rukman, 
Walsh, and Beck in order for the user to recognize it (paragraph 32). 

Consider claims 46 and 66 and as applied to claims 30 and 53, respectively. The 
combination of Rukman, Walsh, Beck and Kraft disclose the device wherein the threading 
module outputs the SMS message thread to an SMS application for display in a threaded format. 

Claim 20 is rejected under 35 USC 103(a) as being unpatentable over Rukman (US 
PGPUB 2004/0185883 Al) in view of Walsh et al. (US PGPUB 2003/0114174) in view of 
MACLEOD BECK et al. (US PGPUB 2001/0025309 Al) and further in view of Kanefsky 
(US Patent 6,799,033 B2) 

Consider claim 20 and as applied to claim 18. Rukman, Walsh, and Beck disclose the 
claimed invention except wherein the SMS application is a network browser. 
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However, Kanefsky discloses wherein the SMS application is a network browser (column 
6 lines 21-29, read as mobile telephone text messaging operates on a messaging device within or 
through a browser). 

Therefore, it would have bee obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Kanefsky into the methods of 
Rukman, Walsh, and Beck in order to send the messaging device a message notification, which 
may include sending a network address (column 6 lines 21-29). 

Conclusion 

Any response to this Office Action should be faxed to (571) 273-8300 or mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Brandt whose telephone number is (571) 270- 
1098. The examiner can normally be reached on 7:30a.m. to 5p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on (571) 272-7876. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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